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Bef ore THOVAS, BARRETT, and DI XON, Adm nistrative Patent Judges.

BARRETT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U. S.C. 8§ 134(a) from
the final rejection of clains 1-25.

We reverse.

! Application for patent filed June 19, 1998, entitled
"Met hod and Apparatus for Automated Data Exchange Between a User
Conputer and a Provider Conputer Using |Inproved Object-Oiented
Progranm ng Conponents."
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BACKGROUND

The invention relates to a nethod and apparatus for
exchangi ng data between a user conputer and a provider computer
by including a docunmentation nodule 18 in a package 10 cont ai ni ng
a conmponent 12 to be exchanged (Fig. 1). The docunentation
nodul e contains textual information for conmunicating to the user
particul ar properties of component 12, such as technical and
busi ness properties that a user would need to know to exploit the
conponent (specification, p. 6, line 14 to p. 7, line 6).

Claiml is reproduced bel ow

1. An apparatus for exchangi ng data between a user conputer
and a provider conputer, said apparatus conprising a package
file containing an object-oriented programm ng conponent

i ncl udi ng executable instructions for transferring data

bet ween the user conputer and the provider conmputer, a first
interface enabling an application resident on the user
conputer and the object-oriented progranm ng conponent to
interact, a second interface enabling an application
resident on the provider computer and the object-oriented
programm ng conponent to interact, and a docunentation
nodul e containing rules for using the object-oriented
programm ng conponent to exchange data between the user
conmputer and the provider conputer.

The examiner relies on the follow ng references:

Haller et al. (Haller) 6, 026, 379 February 15, 2000
(filed June 17, 1996)
Wi tehead et al. (Witehead) 6,085,030 July 4, 2000

(filed May 2, 1997)

Clainms 1-25 stand rejected under 35 U.S.C. 8§ 103(a) as being

unpat ent abl e over Hal |l er and Wit ehead.
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W refer to the final rejection (Paper No. 11) and the
exam ner's answer (Paper No. 17) (pages referred to as "EA_ ")
for a statement of the examner's rejection, and to the brief
(Paper No. 16) (pages referred to as "Br__") for a statenent of
appel  ants' arguments thereagai nst.

OPI NI ON

Appel  ants argue all of the pending clains 1-25 to stand or
fall together for purposes of appeal (Br5). W take claim1 as
the representative claim

The exam ner finds that Haller does not disclose a
"docunent ati on nodul e containing rules for using the object-
ori ented programm ng conponent to exchange data between the user

computer and the provider conputer,” as recited in each of the

i ndependent clains (FR3; EA4). The exam ner notes that
"[a]l t hough Java appl ets transfer data according to rules for
dat a exchange as defined by the API, the rules are not

i ncorporated into a docunentation nodul e packaged into the Java
applet [in Haller]" (EA4-5). The exam ner finds that "Whitehead
di scl oses a network conponent utilizing object oriented

progranm ng conponents having a docunentation nodul e contai ni ng

rules and attributes for data exchange and system performnce
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(Wi tehead, abstract and col. 4, line 36 - col. 5, line 44)"
(FR3). The exam ner concludes (FR3; EA5):

It woul d have been obvious to one having ordinary skil
inthe art at the tinme the invention was nade to incorporate
a docunentation nodul e as taught by Witehead into the data
exchange systemof Haller in order to provide the client
rul es for exchanging data over the internet thereby
enhanci ng cutom zability of the systemto the particul ar
transaction and to nake the system nore adaptable to
different protocols.

Appel | ants argue that neither Haller nor Witehead teaches
or suggests packagi ng an object-oriented progranmm ng conponent
wi th a docunentation nodule (Bro6).

The exam ner responds (EA8-9):

Wi t ehead teaches a conponent managenent system (CMS) which
enabl es conmuni cati on between the server and the client

(Wi tehead, abstract and col. 4, line 36 - col. 5, line 44).
A gl obal conponent registry offers a heterogeneous conponent
to the client by providing an appropriate interface for data
exchange. The interface provides the rules for data
exchange between the client and server. The conponent

regi stry CMS conprises various repositories. The various
repositories of the conponent registry confornms to the
Common Cbj ect Request Broker Architecture (CORBA) to

i ncorporate rules and instructions to the object package.

CORBA enabl es interoperability in heterogeneous
environnents. CORBA Object inplenentations include
executabl e code as well as definitions that provides the
i nformati on needed to create the object and to allow the
object to participate in providing an appropriate set of
services. An inplenmentation typically includes, anong ot her
things, definitions of the nethods that operate upon the
state of an object.

The exam ner further states (EA9):
VWi t ehead explicitly discloses the use of CORBA and its

interfaces. The techniques incorporated in CORBA to
exchange data objects were notoriously well known in the

- 4 -
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art. The incorporation of executable code and necessary

instructions as taught by the CORBA specifications are

integral to the operation of the system as taught by

Wi t ehead.

The exam ner appears to find the docunentation nodule in two
pl aces: (1) the conponent registry in Witehead; and
(2) inherently in CORBA objects present in Witehead.

As to (1), the exam ner does not explain how colum 4,
line 36 to colum 5, line 44 of \Witehead teaches a docunentation
nodul e in a package file to be exchanged between a user conputer
and a provider conputer. Qur reading of this portion of
Wi tehead is that the conponent registry responds to a consuner
application request for a conponent by | ocating the conmponent.
There is no suggestion in Witehead that the conponent has any
information that could be described as "a docunentati on nodul e
containing rules for using the object-oriented progranmm ng
conponent to exchange data between the user conputer and the
provi der conputer."” The conponent managenent server (CMS) can
detect requests for different types of conponents, such as COV
Java RM, and CORBA objects, and redirect themto the conponent
registry (col. 8, line 64 to col. 9, line 6) and, thus, knows how
to interface with different objects (e.g., col. 9, lines 7-31).
However, we do not find a docunentation nodul e disclosed or

suggested in the portion of Wiitehead relied on by the exam ner.

The rejection of clainms 1-25 based on this logic is reversed.

- 5 -
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As to (2), the exam ner appears to find (or inpliedly take
Oficial Notice) that CORBA objects inherently contain
i nformati on needed to create the object and to conmuni cat e.
"Assertions of technical facts in areas of esoteric technol ogy
nmust al ways be supported by citation to sone reference work
recogni zed as standard in the pertinent art . . . ."

In re Ahlert, 424 F.2d 1088, 1091, 165 USPQ 418, 420 (CCPA 1970);

accord In re Pardo, 684 F.2d 912, 917, 214 USPQ 673, 677 (CCPA

1982). W do not know it to be a fact that CORBA objects contain
"a docunentation nodul e containing rules for using the object-

ori ented programm ng conponent to exchange data between the user
computer and the provider conputer.” There is no way that we or
our reviewing court, the U S. Court of Appeals for the Federa
Circuit, can review the correctness of the exam ner's factual

finding on the record before us.?

Accordi ngly, the exam ner has
not provided substantial evidence to support the obviousness
rejection and the rejection of clainms 1-25 based on this

reasoning i s reversed.

2 Four nonths after the date of the examiner's answer, the

exam ner entered a m scel |l aneous comuni cati on (Paper No. 18,
Cctober 1, 2001, m snunbered as Paper No. 17) citing four CORBA
references. These references are clearly not part of the
rejection and are not considered for purposes of deciding the
rejection on appeal. |If the intent of citing these references
was to show, al beit belatedly, that CORBA objects contain a
docunent ati on nodul e, the exam ner has nade no attenpt to point
out such teachings in the individual references.
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CONCLUSI ON

The rejection of clainms 1-25 is reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH L. DI XON
Adm ni strative Patent Judge
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